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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments filed 4/25/2005 have been fully considered but they 
are not persuasive. 

• Applicant argues that Frager et al (Frager) fails to disclose the limitations 
of independent claims 63, 65 and 67. Specifically, the applicant argues that 
Frager fails to teach all of the limitations of the independent claims in a single 
mobile terminal, bur rather teaches some of the limitations on the network side 
and some on the mobile terminal side. Applicant further states that the phrase 
"mobile terminal" in the preamble is necessary to "give life, meaning and vitality" 
in independent claim 63 and also in independent claims 65 and 67. 

The examiner, however, partially agrees. Regarding independent claim 
63, the phrase "mobile radio terminal comprising" in the preamble does need to 
be given patentable weight because according to MPEP Section 21 1 1 .02, the 
phrase limits the structure of the apparatus. However, for independent claim 65, 
tire preamble does not have to be given- patentable weight because it merely 
recites the intended use of a structure (i.e., a mobile terminal). As such, the body 
of claim 65 does not depend on the preamble for completeness and therefore is 
able to stand alone (MPEP Section 21 1 1 .02). Such reasoning is also given for 
independent claim 67. 

Therfore, based on the remarks above, the rejections of claims 63-68 are 
set forth below. 
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Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 65-68 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Frager et al (Frager), U.S. Patent No. 6,018,652. 

Regarding claims 65 and 67, Frager discloses receiving means for 
receiving data related to a communication charge from a first carrier (col. 5, line 
65-col. 6, line 23); calculating means for calculating the communication charge 
for the first carrier in accordance with the data received by said receiving means 
(col. 6, lines 38-48; switching means for switching from the first carrier to a 
second carrier during communication in the first carrier (col. 6, line 66-col. 7, line 
23) and storing means for storing the CGmmu^cation charge calculated by said 
calculating means, wherein the communication charge is based on the time until 
the first carrier is switched to the second carrier after the communication is 
started (col. 6, lines 38-48). 

Regarding claims 66 and 68, Frager discloses wherein said storing means 
stores communication start time for the second carrier as evidenced by the fact 
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that the system keeps accurate records of when charging rates change for a 
mobile station that has moved to a new charging area (col. 6, lines 38-48). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

5. Claims 63 and 64 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Frager in view of Steijer, U.S. Patent No. 6,408,174. 

Regarding claim 63, receiving means for receiving data related to a 
communication charge from a first carrier (col. 5, line 65-col. 6, line 23); 
calculating means for calculating the communication charge for the first carrier in 
accordance with the data received by said receiving means (col. 6, lines 38-48; 
switching means for switching from the first carrier to a second carrier during 
communication in the first carrier (col. 6, line 66-col. 7, line 23) and storing 
means for storing the communication charge calculated by said calculating 
means, wherein the communication charge is based on the time until the first 
carrier is switched to the second carrier after the communication is started (col. 6, 
lines 38-48). 

Frager, however, fails to disclose wherein all of these functions are 
performed in a single mobile device. 
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In a similar field of endeavor, Steijer discloses a single mobile device 
which has means to receive charge information from different systems, 
calculating means for calculating charges from different systems (col. 3, line 35- 
col. 4, line 14), switching means for switching between different systems (as 
evidenced by the fact that multiple base stations in different geographical areas 
are provided , col. 3, lines 10-34; figure 3) and storing means for storing 
calculated charges (col. 3, line 35-col. 4, line 14). 

At the time of invention,, it would have been obvious to a person of 
ordinary skill in the art to modify Frager with the teachings of Steijer for the 
purpose of saving system resources by having a single device to perform critical 
functions (see Steijer, col. 3, lines 44-47). 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Temica M. Beamer whose telephone number 
is (571 ) 272-7797. The examiner can normally be reached on Monday-Thursday 
(alternate Fridays) 7:0Gam-4:QGpm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Emmanuel Moise can be reached on (571) 272-3865. 
The fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished. applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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